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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. • 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claim 1-10, 13 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Oya et al (US 2001/0051319). 

See Oya pages 52-53 claim 1-6 in claim 1 discloses a photothermographic material 
comprising at least (a) a photosensitive silver halide, (b) a reducible silver salt, (c) a 
reducing agent represented by the following formula (1), (d) a binder, and (e) a phenol 
compound represented by the following formula (2) on the same side of a support: 
13wherein, in the formula (1), V.sup.l to V.sup.8 each independently represent hydrogen 
atom or a substituent, L represents a bridging group consisting of ~CH(V 9 )- or -S~, 
and V 9 represents hydrogen atom or a substituent; and wherein, in the formula (2), R 1 
and R. each independently represent hydrogen atom or a substituent, X. 1 to X. 3 each 
independently represent hydrogen atom or a substituent, provided that the substituents 
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represented by X 1 to X. 3 do not represent hydroxy group, and when the substituents 
represented by X. 1 to X. 3 are bonded to the phenol ring via nitrogen atoms, X 1 to X 3 
represent a nitrogen-containing heterocyclic group or a group represented as --NH-- 
C(.dbd.O)~R.sup.4 where R.sup.4 represents a substituent having 8-40 carbon atoms, or 
the substituents. represented by R 1 , R 2 and X 1 to X 3 may be bound to each other to form a 
ring. It is also on page 3, column 1, [0027] disclosed that V 9 is a cyclic alkyl; page 3, 
column 2, [0028] that V 9 is a heterocyclic group having 2-20 carbon atom, an aryl group, 
for example phenyl, p-methylphenyl, naphthyl; page 8, compound (II-4), (II-6) having 
formula within the scope of formula (2) of the claimed invention. The scope of R, , and 
R12 encompasses the scope of the V 9 of Oya et al, and the scope of the formula (2) is 
within the scope of the compound (II-4) and (II-6). Therefore, the invention as claimed 
lacks novelty. Alternatively, it would have been obvious to the worker of ordinary skill 
in the art at the time the invention was made to use any substituents associated with the 
phenol compound and the compound of formula (2) taught in Oya et al with a reasonable 
expectation of highly useful material with high sensitivity, high image density, and low 
fog. 

4. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Fukui et al (US 2002/0102502) and Patent Specification 1543266 
(PS'266). 

See the material discloses on pages 38-41, claims 1-20, especially the compound of 
formula (I), (II) in claim 1, the compound of formula 9III) in claim 1 1; the molar ratio of 
compound of formula (I) to formula (II) of 0.001 to 0.2. See also the generic formula (III, 
and the its exemplied compound on page 6-10. The compound of formula (1) of Fukui 
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contains L as -CHR 13 - wherein R 13 is an hydrogen or an alkyl group having 1-15 carbon 
atoms. See page 3, column 1. Fukui et al fails to specifically discloses whether Rl 1 and 
R12 are each a hydrogen atom, membered non-aromatic ring group or a 5- or 6- 
membered aromatic ring group, provided that Rll and R12 are not hydrogen atoms at 
the same time claimed in the present invention. However, the groups as claimed have 
been known as an equivalent to the alkyl group of Fukui and discloses in PS'226 on page 
15, lines 10-15 which discloses the alkyl, aryl, and phenyl group as substituent for the 
phenol compound useful in heat-developable material. It would have been obvious to the 
worker of ordinary skill in the art at the time the invention was made to associate a group 
known as equivalent to the alkyl group taught in PS'226 such as the aryl group or phenyl 
group with the phenol compound taught in Fukui et al with a reasonable expectation of 
achieving a highly useful photothermographic material that give an image with good 
tone, and thereby provide a material as claimed. 

5. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over either 
EP 1327909 (EP'909) or EP 1278101 (EP'101) in view of Fukui et al (US 
2002/0102502). . 

EP'909 and EP'101 each discloses a photothermographic material containing the phenol 
compound having formula within the scope of the formula (1) of the claimed invention. 
See EP'101 on page 79-80, formula (S), (T) claims 1-2, and EP'909 on page 86-87, 
formula (A-2) and formula (A-3). Both EP'909 and EP'101 fails to discloses the 
compound of formula (2) of the claimed invention, which is however, known in Fukui et 
al to use the compound within the scope of formula (2) to provide a photothermographic 
material close to pure black tone. See page 1 [0010]; and page 38-41, claims 1-20., 
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compound of formula (II), and formula (III). It would have been obvious to the worker of 
ordinary skill in the art at the time the invention was made to use the compound of 
formula (II) or (III) taught in Fukui et al to provide the material of either EP'909 or 
EP'101 to close to pure black tone, and thereby provide a material as claimed. 

Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman 1 1 F 3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel 
422 F.2d438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). ~ " " n 

7. Claims 1-14 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of copending 
Application No. 10/336,920 in view of Fukui et al (US 2002/0102502). 

This is a provisional obviousness-type double patenting rejection. 
Fukui et al disclose the use of the compound within the scope of formula (2) to provide 
the tone of photothermographic material close to pure black tone. See page 1 [0010]; and 
page 38-41, claims 1-20., compound of formula (II), and formula (III). It would have 
been obvious to the worker of ordinary skill in the art at the time the invention was made 
to use the compound of formula (II) or (III) taught in Fukui et al to provide the material 
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claimed in the copending application to close to pure black tone, and thereby provide a 
material as claimed. 

8. Claims 1-14 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of copending 
Application No. 10/631,910 in view of Fukui et al (US 2002/0102502). 

This is a provisional obviousness-type double patenting rejection. 
Fukui et al disclose the use of the compound within the scope of formula (2) to provide 
the tone of photothermographic material close to pure black tone. See page 1 [0010]; and 
page 38-41, claims 1-20., compound of formula (II), and formula (III). It would have 
been obvious to the worker of ordinary skill in the art at the time the invention was made 
to use the compound of formula (II) or (III) taught in Fukui et al to provide the material 
claimed in the copending application to close to pure black tone, and thereby provide a 
material as claimed. 

9. Claims 1-14 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-2 of U.S. Patent No. 
6,699,649 in view of Fukui et al (US 2002/0102502) . 

Fukui et al disclose the use of the compound within the scope of formula (2) to provide 
the tone of photothermographic material close to pure black tone. See page 1 [0010]; and 
page 38-41, claims 1-20., compound of formula (II), and formula (III). It would have 
been obvious to the worker of ordinary skill in the art at the time the invention was made 
to use the compound of formula (II) or (III) taught in Fukui et al to provide the material 
claimed in the U.S. Patent No. 6,699,649 to provide the tone thereof close to pure black 
tone, and thereby provide a material as claimed. 
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Conclusion 

10. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is requested 
in correcting any errors of which applicant may become aware in the specification. 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (571) 272-1328. 
The examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H Kelly can be reached on (571)272-1526. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Tchea \jW\ xhorl Chea 

December 9, 2004 Primary Examiner 

JJnit 1752 




